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Application No.: 02808725.9 


Apphcant:ASAHI GLASS COMPANY, LIMITED 


Application Date: April 19, 2002 


Agent: 


Title: WATER-AND OIL-REPELLENT COMPOSITION 



THE FIRST OFFICE ACTION 
(PCT APPLICATION IN THE NATIONAL PHASE) 

IS According to the Request for Substantive Examination raised by the applicant and based on the 
provision of Item 1, Article 35 of the Patent Law, the Examiner has proceeded with the Examination 
as to Substance on the above mentioned application for patent for invention. 

□ According to Item 2, Article 35 of the Chinese Patent Law, the Patent Office has decided to examine 
the above application for patent for invention. 

^1 The applicant has requested that the filling date of 

2001,04,25 at the JP Patent Office as the priority date, 

at the Patent Office as the priority date, 

at the Patent Office as the priority date, 

□ The following amended documents submitted by the applicant cannot be accepted for not conforming 
to the provision of Article 33 of the Patent Law: 

□ The Chinese version of the attachment of the International Preliminary Examination Report. 

□ The Chinese version of the amended document submitted according to the provision of Rule 1 9 of 
the Patent Cooperation Treaty. 

□ The amended document submitted according to the provision of Rule 28 or Rule 41 of the Patent 
Cooperation Treaty. 

□ The amended document submitted according to the provision of Rule 51 of the Implementing 
Regulations of the Patent Law. 

Refer to the text of the notice for the specific reason of non-acceptance thereof. 

13 The examination is conducted by directing at the Chinese version of the original International 
Application submitted. 

□ The examination is conducted by directing at the following application documents: 

D Description, 

P- > the Chine se version of the original International Application Document submitted; 

P- » the Chinese version of the attachment of the International Preliminary Examination 

Report; 

P* > the amended document submitted according to the provision of Rule 28 or Rule 41 

of the Patent Cooperation Treaty. 
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p. , the amended document submitted according to the provision of Rule 51 of the 

Implementing Regulations of the Patent Law. 
I I Claims, 

, the Chinese version of the original International Application Document submitted. 

, the Chinese version of the amended document submitted according to the provision of 

Rule 19 of the Patent Cooperation Treaty. 

, the Chinese version of the attachment of the International Preliminary Report. 

, the amended document submitted according to the provision of Rule 28 or Rule 41 of 

the Patent Cooperation Treaty. 

, the amended document submitted according to the provision of Rule 51 of the 

Implementing Regulations of the Patent Law. 
I I Attached Drawings, 

p. , the Chinese version of the original International Application Document submitted. 

P- , the Chinese version of the attachment of the International Preliminary Examination 

Report. 

p. , the amended document submitted according to the provision of Rule 28 or Rule 41 of 

the Patent Cooperation Treaty, 
p. , the amended document submitted according to the provision of Rule 51 of the 

Implementing Regulations of the Patent Law. 

^ This Notice cites the following Comparison Document(the number of which shall continue to be used 



in the subsequent examination proceedings): 



No. 


Number/Title of Document 


Date of Publication (or the filing date of the 
conflicting Application) 


1 


US 6177531B1 


2001.01.23 
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The conclusive opinion drawn from the examination: 
D As regards the Specification: 

□ The contents of the application fall under the scope stipulated by Article 5 of the Patent Law for 
which no patent right should be granted. 

□ The specification does not conform with the provision of Item 3, Article 26 of the Patent Law. 

□ The drafting of the specification does not conform with the provision of Rule 18 of the 
Implementing Regulations. 

[>3As regards the Claims: 

□ Claim does not possess the novelty as stipulated in Item 2, Article 22 of the Patent Law. 

£<] Claim 1-7 does not possess the inventiveness as stipulated in Item 3, Article 22 of the Patent 

Law. 

□ Claim does not possess the practical applicability as stipulated in Item 4, Article 22 of the 

Patent Law. 

□ Claim falls under the scope of Article 25 of the Patent Law where no patent right is to be 

granted. 

Claim 1 , 5 does not conform with the provision of Item 4, Article 26 of the Patent Law. 
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□ Claim does not conform with the provision of Item 1, Article 3 1 of the Patent Law. 

□ Claim does not conform with the provision of Item 1, Rule 13 of the Implementing 

Regulations of the Patent Law. 

□ Claim does not conform with the provision of Rule 18 of the Implementing Regulations of 

the Patent Law. 

^ Claim 1-2.4-7 does not conform with the provisions of Rules 20 to 23 of the Implementing 

Regulations of the Patent Law. 
Refer to the text of this Notice for the specific analyses of the conclusive opinion. 

7. Based on the above conclusive opinion, the Examiner deems that: 

□ The applicant shall amend the application documents in accordance with the requirements raised in 
the text of the Notice. 

□ The applicant shall discuss in his observations reasons why this application for patent can be granted 
a patent right, and amend the portions indicated in the text of the Notice which have been deemed as 
not conforming with the provisions, or no patent right shall be granted. 

There are no substantive contents in the application for patent that can be granted a patent right. If the 
applicant does not present reasons or the reasons presented are not sufficient, the application shall be 
rejected. 

8. The applicant is asked to note the following items: 

(1) According to the provision of Article 37 of the Patent Law, the applicant shall submit his 
observations within ftmr months from the receipt of this Notice. Where, without justified reasons, 
the applicant does not respond at the expiration of said date, the application shall be deemed to have 
been withdrawn. 

(2) The applicant shall amend his application according to Article 33 of the Patent Law. The amended 
documents shall be in duplicate, and the form, in conformity with the relevant provisions in the 
Examination Guide. 

(3) The applicant and/or his agent can not, without first making an appointment, go to the Patent Office 
to have an interview with the Examiner. 

(4) The observations and/or the amended documents shall be mailed or delivered to the Department of 
Receipt, the Patent Office of the State Intellectual Property Office. No documents shall possess legal 
effects if not mailed or delivered to the Department of Receipt. 

9. The text of this Notice totals 2 page(s), and includes the following attachment(s): 

13 duplicate copy(ies) of cited comparison document(s), altogether 1 copy(ies) 1 pages. 
□ 

Examination Department: Examiner(Seal): 
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The Text of the First Office Action 



On examination, the following remarks are provided: 
Part one 

1. Claims 1-2, 5-6 are objected under Item 1, Rule 20 of the Implementing 
Regulations of the Chinese Patent Law 

(Omitted). 

(Omitted). 

The "alkyl(meth)acrylate having a C1-C12 alkyl group" in Claim 1 is unclear 
because it is not specified that the "alkyl group having C1-C12" is the same as the 
alkyl in "alkyl(meth)acrylate". The applicant is suggested to amend same to be 
"alkyl(meth)acrylate wherein the alkyl has 1 to 12 of carbon atoms". For the same 
reasons, the component (3) in Claim 1 has the same deficiency. 

(Omitted). 

There are brackets in Claim 2, resulting in Claim 2 unclear. 
(Omitted). 

2. Claims 1 and 5 are objected under Item 4, Article 26 of the Chinese Patent 

Law 

The component (1) "based on a (meth)acrylate having a polyfluoroalkyl group" 
m Claim 1 can not be substantively supported by the description. It is difficult for a 
skilled person in the art to deduce, according to the disclosure of the description, that 
all the (meth)acrylates having a polyfluoroalkyl group can obtain the object of the 
present invention. Therefore, Claim 1 is objected under Item 4, Article 26 of the 
Chinese Patent Law. The applicant should further define same. 

The "Q" in Claim 5 can not be supported substantively by the description. It is 
difficult for a skilled person in the art to deduce, according to the disclosure of the 
description, that all the "divalent organic group" can obtain the object of the present 
invention. Therefore, Claim 5 is objected under Item 4, Article 26 of the Chinese 
Patent Law. The applicant should further define same. 

CAdata^S^ Ji\035585zl.doc I 



3. Claims 4-7 which are multiple dependent claims refer to the preceding 
multiple dependent claims, not meeting Item 2, Rule 23 of the Implementing 
Regulations of the Chinese Patent Law. 

Part two: 

1. Claim 1 has no inventiveness under Item 3, Article 22 of the Chinese Patent 

Law 

Claim 1 defines a water- and oil-repellent composition. Reference Dl 
(US6177531B1) also discloses a water- and oil-repellent composition comprising: (1) 
a copolymer, the amount of the copolymer in the composition is preferably from 1 to 
50 wt %, more preferably from 1 to 30 wt %, (2) aqueous medium (See Lines 43 to 51, 
Column 5 of the description of Dl), (3) nonionic surfactant and (4) stearyl 
trimethylammonium chloride (See example 3 of Dl). The copolymer comprises FA 
(equal to the component (1) in the present Claim 1), HEA, STA (equal to the 
component (3) in the present Claim 1) and MIE, CIE or MIP (equal to the component 
(4) in the present Claim 1) (See the working examples, table 1 of Dl). The isocyanate 
group in MIE, CIE and MIP is blocked. The difference between Claim 1 and Dl is that 
the component (2) in Claim 1 is a polymerization unit based on an alkyl(meth)acrylate 
having a CI -CI 2 alkyl group, while that in Dl is 2-hydroxyethyl acrylate (i.e., HEA). 
It is obvious for a skilled person in the art to replace hydroxy in Dl with alkyl to 
improve the repellent of copolymer without any inventive work, furthermore, this 
replacement fails to provide any unforeseen effects. Therefore, Claim 1 neither has 
prominent substantive features nor represents a notable progress, thereby having no 
inventiveness under Item 3, Article 22 of the Chinese Patent Law. 

2. Claims 2-5 have no inventiveness under Item 3, Article 22 of the Chinese 
Patent Law 

The additional technical features of Claims 2-5 are disclosed in Dl. If Claim 1 
referred to has no inventiveness over Dl, Claims 2-5 have no inventiveness under Item 
3, Article 22 of the Chinese Patent Law. 

3. Claim 6 has no inventiveness under Item 3, Article 22 of the Chinese Patent 

Law 

Although the technical feature of Claim 6 is not disclosed in Dl, it is obvious for 
a skilled person in the art to deduce, according to the disclosure of Dl, to block 
isocyanate group by using other compounds without any inventive work. Therefore, if 
the claim referred to has no inventiveness, Claim 6 also has no inventiveness under 
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Item 3, Article 22 of the Chinese Patent Law. 



4. Claim 7 is objected under Item 3, Article 22 of the Chinese Patent Law 
The additional technical feature of Claim 7 is disclosed in Dl, i.e., the copolymer 
is prepared by emulsion polymerization method (See Line 66, Column 4 to Line 14, 
Column 7 of the description of Dl). Therefore, if the claim referred to has no 
inventiveness over Dl, Claim 7 also has no inventiveness under Item 3, Article 22 of 
the Chinese Patent Law. 

The applicant should file a response and amend the application documents 
according to the remarks before the due date stipulated in the Office Action, otherwise, 
it will be rejected. In addition, the description should be amended adaptively according 
to the amended claims. The amendments should meet the requirement of Article 33 of 
the Chinese Patent Law, not going beyond the scope originally disclosed in the 
description and claims. 
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